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Art Unit: 3744 

The un-translated JPO office action mailed to applicant October 10, 2006 is 
critically important to the proper examination of this application. An English language 
translation or full explanation of the contents of the un-translated JPO office action 
mailed to applicant October 10, 2006 (in English) is required in response to this action. 

Likewise, an English language translation or full explanation of the contents of 
the un-translated Korean patent office action mailed to applicant April 27, 2006 (in 
English) is required in response to this action. 

If any of the European Patent Office, JPO or Korean Patent Office as well as any 
Chapter 2 PCT prosecution have allowed or rejected claims in any subsequent 
communications to the ones of record here, copies (in English) of those claims and any 
additional references that have been relied upon or cited by those patent offices is 
required in response to this office action. Jf no actions have been taken by any of those 
patent offices subsequent to their respective communications with applicant in 2006, 
applicant must so state that fact on the record in applicant's next response. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-24 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In claim 1 , the nature of the first and second circulating circuits is broad to the 
point of being vague. To even have a "circulating circuit" would you not need at 
minimum some means to cause circulation? The examiner would strongly advise 
adding the limitations of at least a compressor (1 ), pressure reducing device (6) and 
heat exchangers to make the first circulating circuit of claim 1 an operative vapor 
compression refrigeration circuit to make the claims commensurate in scope with the 
disclosure (some of these components are currently recited in claim 14). If applicant 
does not do this, applicant is put on notice that many references having little to do with 
applicant's field of endeavor may be used in the future by the examiner to reject claims 
with a resulting protracted prosecution. In the last line of claim 1 "the air" is claimed. 
Which of the "airs" recited only in the preamble (at present) are you referring to? Is it 
the heated air or the cooled air? 

In claim 2, it is unclear what is meant by "different in heat exchange 

characteristics." How are the first and third heat exchangers different? Is the third heat 
exchanger in one of the aforementioned "circulating circuits." If so, which one? The 
"controller" recitation in claims 2, 3, 15, 16 17, 18 and 23 is unsupported by any "means 
for" recitation and therefore treated consistent with MPEP 21 14, incorporated here by 
reference. Note that in claim 10 applicant does use the proper format and the examiner 
would strongly suggest applicant do so in claims 2, 3, 15, 16, 17, 18 and 23. 

In claim 3, the "more excellent" recitation is, aside from being awkward English, 
vague. How is it "more excellent in heat exchange characteristics"? 
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In claim 5, applicant has denoted element 8 a first heat storing device. In claim 
2, the same exact element 8 was denoted a heat exchanger. This renders both claims 
2 and 5 vague. Which is it, heat exchanger or heat storing device? In claim 5, two 
more circuits (in addition to those recited in claim 1) have been added. Are these the 
same circuits recited in claim 1 , or different ones? Make the claim clear. 

In claim 6, applicant changes the control function over to the selector (27). By 
disclosure selector 27 is a three-way valve. The control function claimed in claim 6 is 
performed by a controller 33 (see claim 3) not the valve 27. The claim is not descriptive 
and hence vague. 

In claims 7 and 21 , it is unclear why parentheses appear around "circulating". 
In claim 1 1 , isn't element 28, by disclosure, a pump? Claim 1 1 is not descriptive. 
In claim 12, the "high-temperatured first heating medium" is without antecedent 

basis. 

Claim 13 is an improper multiple dependent claim, as a multiple dependent claim 
can not depend from another one and claim 1 3 depends (indirectly) from claim 1 1 . 

Claims 16 and 17 are claiming a step in a program as a "device". See the 
discussion of the claimed "controller" above. A supporting "means for" recitation is all 
but required. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 1-24 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a first circulating circuit comprising a vapor 
compression refrigeration system, does not reasonably provide enablement for any 
other type of heating or cooling system. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or operate the invention commensurate in scope with these claims. 

The examiner would strongly advise adding the limitations of at least a 
compressor (1), pressure reducing device (6) and heat exchangers to make the first 
circulating circuit of claim 1 an operative vapor compression refrigeration circuit to make 
the claims commensurate in scope with the disclosure (some of these components are 
currently recited in claim 14). Other than a vapor compression refrigeration system 
applicant has not disclosed any other means to generate the heating and cooling that is 
at the heart of applicant's invention. Moreover, if applicant does not do this, applicant is 
put on notice that many references having little to do with applicant's field of endeavor 
may be used in the future by the examiner to reject claims with a resulting protracted 
prosecution. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Karl US 2001/0020529. 

The Supplementary European Search Report completed March 24, 2006 
submitted by applicant for consideration is incorporated here by reference by way of 
explanation. See Figure 2 of Karl. A "first circulating conduit" 34 is shown. A "second 
circulating conduit" 4 is shown. A "first heat exchanger" 17 is shown. A "second heat 
exchanger" 21 is shown. A selector (comprised of valves 26 and 30) selectively flows 
the second medium through the "first heat exchanger" 17 or the "third heat exchanger" 
21. 

With regard to the last limitation in claim 2, while no "controller" is explicitly 
disclosed in Karl, it would be unreasonable to assume that the complex algorithm 
disclosed by Karl for controlling valves 26 and 30 would be done by anything other than 
a condition responsive automatic controller. 
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Karl as 
applied to claims 1-3 above, and further in view of Likitcheva. 

The Supplementary European Search Report completed March 24, 2006 
submitted by applicant for consideration is incorporated here by reference by way of 
explanation. The EPO apparently relied on Likicheva to teach a counter-flow heat 
exchanger using two fluid paths as shown in the "CONDENSOR" in Figure 1 of 
Likicheva. The undersigned also relies on Likicheva to teach a counter-flow heat 
exchanger using two fluid paths as shown in the "CONDENSOR" in Figure 1 of 
Likicheva. To have made either or both of heat exchangers 17 and 21 of Karl as a 
counter-flow type to improve heat exchange would have been obvious to one of 
ordinary skill. Counter-flow heat exchange is known to be more efficient than cross-flow 
or co-current flow as any basic heat transfer text will corroborate. 

Claims 1,5,6 and 1 1 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over JP 8-49934. 

The un-translated JPO office action mailed to applicant October 10, 2006 is 
incorporated here by reference by way of explanation and whatever rejection of the 
claims that is made there is also incorporated by reference here, primarily to obtain a 
translation. An English language translation or full explanation of the contents of the un- 
translated JPO office action mailed to applicant October 10, 2006 (in English) is 
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required in response to this action. This examiner is attempting to make patentability 
determinations consistent with and/or cognizant of what his colleagues around the world 
are doing. 

To the extent that the examiner understands the JPO office action it appears that 
Figure 1 of JP 8-49934 discloses the claimed subject matter of at least claims 1 , 5 and 
6. A first circulating circuit appears to be shown connected to the inlet and outlet ports 
of compressor 2. A first heat exchanger "HEX" is shown through which a second 
medium is circulated to a second heat exchanger 17. A third heat exchanger in storage 
tank "STR" is shown. A selector (comprising what appear to be valves RV1 and RV2) 
are controlled by a controller 20. 

Claims 7-10 and 12-24 would be provisionally allowable if rewritten to overcome 
the rejection(s) under 35 U.S.C. 112, 1 st and 2 nd paragraph, set forth in this Office action 
and to include all of the limitations of the base claim and any intervening claims and if 
no further office actions from corresponding foreign prosecutions are received that 
speak contrary to the examiner's conclusion at this point in time. 

Claim 1 1 if amended to depend only from claim 7 (not claim 5) would be 
allowable if rewritten to overcome the rejection(s) under 35 U.S.C. 1 12, 1 st and 2 nd 
paragraph, set forth in this Office action and to include all of the limitations of the base 
claim and any intervening claims. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John K. Ford whose telephone number is 571-272-491 1 . 
The examiner can normally be reached on Mon.-Fri. 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl Tyler can be reached on 571-272-4834. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John K. Ford/ 

Primary Examiner, Art Unit 3744 
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